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INTELLECTUAL PROPERTY 

PROFESSOR FELDMAN 
SPRING 2008 SYLLABUS 

 
 
 
Room 362 
Office Hours:  Wed 3:30 - 4:15 
            Fri 3:30 - 4:15   
 
 
 
I.  TRADE SECRETS 
 
 A.  Overview  
   

Trade Secret hypothetical #1 – New Venture   Class Website 
  
  Overview of Trade Secret Protection   casebook pp 33-39 
 
 
 B.  Defining Trade Secrets 
 
  Metallurgical Industries, Inc. v. Fourtek, Inc,   casebook pp 39-43 
  Notes 3,4,6, & 7      casebook  pp 43-47 
 
  Problems 2-3       casebook p 48 
 
  Trade Secret hypothetical #2 – Church of Scientology  Class Website 
   
 
 C.  Reasonable Efforts to Maintain Secrecy 
 

 Rockwell Graphic Systems, Inc. v. DEV Industries, Inc. casebook pp 49-53 
  Comments & Questions     casebook pp 53-57  
 
  Problem 2-5      casebook p 57-58 
 

D. Reverse Engineering 
 

  Note on reverse engineering    casebook pp 74 
 
 

E. The Special Case of Departing Employees 
 
  Casebook reading      casebook pp 80-82 
 
  Fleming Sales Co. v. Bailey    Class Website 
         
 
  Excerpt from Barrett Casebook    handout 
 
   

F. Agreements to Keep Secret 
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  Warmer-Lambert Pharmaceutical Co. v. Reynolds  casebook pp 101-103 
  Comments & Questions     casebook pp 103-104 
 

G. Remedies 
 
  Notes on Criminal Statutes    casebook pp 113-115 
 
 H.   Trade Secrets Review 
 
  Problem 2-14      casebook pp 99-100 
  (ignore section 2 regarding inventions) 
 
 I.     Tait Graves Guest Lecture     Class Website 
         (Handout for Wed., Oct 1) 
 
 
 
II.   PATENT  
 
 

A. Overview 
 
  Historical Background Overview, and Theories  
  Of Patent law      casebook pp. 117-127 
 
   

B. Patentable Subject Matter 
 
  Diamond v. Chakrabarty     casebook pp 128-134 
  Comments & Questions     casebook pp 134 
 
  Parke-Davis & Co. v. H.K. Mulford Co.   casebook pp 135-36 
  Comments & Questions 5 & 6 only    casebook pp 138-139 
 
  Problems 3-1 & 3-2     casebook pp 139; 142-143 
 
  Note on Patenting “Abstract Ideas”    casebook pp 139-140 
 
  Note on Patenting Business Methods and 
  “Printed Matter”      casebook pp 141 -142 
  Comments & Questions     casebook p 142 
 
 

C. Utility 
 
  Utility       casebook . 144 
 
  In re Fisher      casebook pp 149-151 
  Comments & Questions     casebook pp 151-152 
 
  Note on the Patent Office Utility Guidelines   casebook pp 152-154 
 

Note on Different Types of Utility, etc.   casebook pp 154-157 
 
  Problems 3-4       casebook p 158 
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 D.     Written Description & Enablement 
 
  Describing & Enabling the Invention   casebook pp 158-163 
 
  The Incandescent Lamp Patent    casebook pp 164-168 
  Comments & Questions      casebook  pp 168-169 
 

Note on Analog Claims in Chemical and 
  Biotechnology Patents     casebook pp 169-171 
  Comments & Questions     casebook pp 171-173 
 
  The Written Description Requirement   casebook pp 173-174 
   
  The Gentry Gallery, Inc., v. The Berkline Corp  casebook pp 174-178 
  Comments & Questions     casebook pp 178-179 
 
  Note on “Written Description” & Biotech   casebook pp 179-181 
  Notes & Comments     casebook pp 182 
 
  Note on the Best Mode Requirement   casebook pp 182-183 
   
  Problem 3-5      casebook pp 183-184 
  
 
 

E. Novelty & Statutory Bars 
 
  Novelty & Statutory Bars     casebook pp 185-186 
 
  Problem 3-6      casebook p 192 
 
  Statutory Bars: Publication    casebook pp 192 
 
  In re Hall      casebook pp 192-194 
  Comments & Questions     casebook pp 194-195 
 
  Problem 3-7      casebook p 195 
 
  Egbert v. Lippmann     casebook pp 196-198 
  Comments & Questions     casebook pp 198-200 
 
  Problem 3-8      casebook p. 200-201 
 
  City of Elizabeth v. Pavement Co.    casebook pp 202-205 
  Comments & Questions     casebook pp 205-206 
 
  Note on Recent Changes to Patent Law   casebook pp 211-212 
 

F. Nonobviousness 
 
  Graham v. John Deere Co.     casebook pp  212-223 
  Comments & Questions     casebook pp 223 
 
  Combining References     casebook pp 224 
  KSR International Co. V. Teleflex Inc.   casebook pp 224 – 236 
  Comments & Questions     casebook pp 236-237 
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  Note on Nonobviousness & Biotech Inventions  casebook pp 246-247 
 
   
  Problem 3-9      casebook p 247 
 
  Secondary Considerations     casebook pp 248-250 
 
  Elizabeth Howard Guest Lecture    Class Website 
         (Handout for Fri., Oct. 31) 
   
 
   

G. Literal Infringement 
 
  Claim Interpretation     casebook pp 250-252 
 
  Phillips v. AWH Corp.     casebook pp 252 – 263 
  Comments & Questions     casebook pp 263-268  
 
 
  Note on Literal Infringement    casebook p. 268 
 
  Larami Corp. v. Amron     casebook pp 269-272 
  Comments & Questions     casebook pp 272-274 
 
 

H. Doctrine of Equivalents  
 

The Doctrine of Equivalents    casebook pp 274-275 
  (read only up to the end of the first paragraph 
  on p. 275 but not on to the discussion of Warner- 
  Jenkinson v. Hilton Davis) 
 
  Prosecutorial History Estoppel    casebook p 279 
 
  Festo Corp. V. Shoketsu Kinzoku Kogyo   casebook pp 279-288 
  Comments & Questions     casebook pp 288 
  (read only until the end of page 288. 
  The material on Lockheed v. Space Systems 
  is not necessary,) 
 
 I.   Patent Misuse 
 
  The “Experimental use” Defense    casebook pp 321-324 
  Comments & Questions     casebook pp 324-325 
 
  Problem 3-12      casebook p. 338 
 
  Note on the Scope of Patent Misuse    casebook pp 338-339 
 
 
 
III.  COPYRIGHT 
 

A. Overview 
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  History, Overview, Philosophical Perspectives,   
  & Comments and Questions    casebook pp 384-392 
 

B. Original works of Authorship 
 
  Original Work of Authorship    casebook pp 392-394  
 
  Feist Publications v. Rural Telephone Service  casebook pp  394-399 
  Comments & Questions     casebook pp 399-402 
 

C. Fixed in a Tangible Medium of Expression 
 
  Fixation        casebook pp 402-404 
  Comments & Questions     casebook pp 404-405 
 
  Formalities      casebook pp 405-408 
 
  Registration      casebook pp 409-411  
 

D. Copyrightable Subject Matter 
 
  Limitation on Copyrightability 
  Distinguishing Function & Expression   casebook pp 411-412 
 
  Baker v. Seldon      casebook pp 412-416 
  Comments & Questions     casebook pp 415-417 
 
  Morrissey v. Procter & Gamble    casebook pp 418-419 
  Comments & Questions     casebook pp 419-421 
 
  Problem 4-5      casebook pp 421 
   
  The Useful Article Doctrine    casebook pp 421-423 
 
  Brandir International Inc. v. Cascade Pacific Lumber  casebook pp 423-428 
  Comments & Questions     casebook pp 429-431 
 
  Problems 4-6 & 4-8     casebook p 431 
 
 

E. Domain and Scope 
 
  Domain and Scope     casebook pp 436-443 
   
  Problem 4-10      casebook p. 438 
  Problem 4-11      casebook p. 441 
 
  Problem 4-12      casebook p. 446 
 

F. Ownership & Duration 
 
  Ownership & Duration; Initial  
  Ownership, etc.      casebook pp 446-447 
 
  Community for Creative Non-Violence v. Reid  casebook  pp 447-452 



 6

  Comments & Questions 4-6 only    casebook p 454 
  
  Duration & Renewal     casebook pp 465-467 
  Comments & Questions     casebook pp 467-468 
 
  Eldred v. Ashcroft     Class Website 
 
 

G. Rights of Copyright Owners 
 
  Traditional Rights of Copyright Owners   casebook pp 474-476 
  
  Arnstein v. Porter      casebook pp 476-79 
  Comments & Questions     casebook pp 480-482 
 
  Problem 4-20      casebook p. 482 
   
 H.   Defenses 
 
  Fair Use       casebook pp 522-523 
 
  Harper & Row v. Nation Enterprises   casebook pp 523-531 
  Comments & Questions     casebook pp 531-535 
 
  Problem 4-29 & 4-30     casebook p 535 
 
  Sony v. Universal City Studios    casebook pp 536-540 
  Comments & Questions     casebook pp 540-541 
 
  Problem 4-32      casebook p 541 
 
  Sony v. Universal City Studios(Part II)   casebook pp 572-577 
  Comments & Questions     casebook pp 577-579 
 
  Problem 4-35      casebook pp 579-580 
 
  Note on Reverse Engineering    casebook p. 1039 
  Sega v. Accolade      casebook p. 1039-1051 
  Comments & Questions     casebook p. 1051-1054 
  
  Parodies       casebook p 555 
  Campbell v. Acuff-Rose Music    casebook pp 555-564 
  Comments & Questions     casebook pp 564-566 
 
 
 J.       Digital Copyright Law 
 
  Digital Copyright Law, etc     casebook pp 580-590 
 
  Problem 4-36      casebook p 591 
 
  Enforcement, etc.      casebook pp 591-594 
 
  MGM v. Grokster     casebook pp 594-606 
  Comments & Questions     casebook pp 606-607 
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 K.       Fair Use in Cyberspace      
  Kelly v. Arriba Soft Corp.     casebook pp 609-614 
  Comments & Questions     casebook pp 614-615 
 
 L.       Open Source Licensing      
 
  Brain W. Carver, Share and Share Alike   casebook  pp 1054-1060 
  Comments & Questions     casebook pp 1060-1061 
   
  
 
IV   TRADEMARK 
 
   

A. Introduction 
 
  Background, Overview & Basic Economics   casebook pp 633-638 
 
 B.   What Can Be Protected 
 
  What Can Be Protected, etc.    casebook pp 640-642 
 
  Qualitex v. Jacobson Products    casebook pp 642-647 
  Comments & Questions     casebook p 647 
 
  Certification & Collective Marks; 
  Trade Dress & Product Configuration   casebook p 648-650 
 
 

C. Establishment and Extension of Trademark Rights 
 

  Establishment of Trademark Rights    casebook pp 650-651  
 
  Zaratrain’s v. Oak Grove Smokehouse   casebook pp 651-660 
  Comments & Questions     casebook pp 660-664 
 
  Two Pesos v. Taco Cabana    casebook pp 664-668 
  Comments & Questions     casebook pp 668-669 
 
  Note on Geographic Limitations on Trademark Use  casebook pp 686-687 
  Comments & Questions     casebook pp 687-688 
 

 
 
 

D. Infringement  
 
  Problem 5-6      casebook p. 724 
 
  AMF v. Sleekcraft Boats     casebook pp 725-730 
  Comments & Questions     casebook pp 730-732 
 
  Note on Other Types of Confusion    casebook pp 732-737 
 
  Dilution       casebook pp 737-740 
  Notes & Questions     casebook p 740 
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  Note on Dilution and “Search Theory”   casebook p 754 
  Problem 5-9      casebook p 754 
 
  Domain Names & Cybersquatting    casebook p 759 
 
  People for the Ethical Treatment of Animals v. Doughney casebook pp 766-768 
   
  The Uniform Dispute Resolution Procedure   casebook pp 771-777 
 
 E.     Defenses 
 
  Genericness       casebook pp 787-788 
 
  Murphy Door Bed Co. v. Interior Sleep Systems  casebook pp 788-790 
  Comments & Questions (except #4)    casebook pp 790-795 
  Note on Genericide     casebook pp 795-798 
 
  Problem 5-11      casebook p 807 
  Problem 5-12      casebook p 807-808 
 
  New Kids on the Block v. News America Publishing  Class Website  
 
  Mattel, Inc. v. MCA Records    casebook pp 821-829 
  Comments & Questions     casebook pp 829-831 
 
  Problem 5-16      casebook p 831 
 
 

V. THE RIGHT OF PUBLICITY 
 

The Right of Publicity     casebook pp 901-904 
 

Midller v. Ford      casebook pp 904-907 
Comments & Questions     casebook pp 907-908 
 
White v. Samsung     casebook pp 908-915 
Comments & Questions     casebook pp 915-917 
9th Circuit Majority Opinion    Class Website 
 
Comedy III Productions v. Gary Saderup   casebook pp 918-929 
Comments & Questions     casebook pp 929-931 
 

 REVIEW 
 
 
 Overview of Intellectual Property     casebook pp 24-27 
 
 Overview Hypothetical  Problem 1-1    casebook pp 5-6 
 
  


